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DETAILED ACTION 

Response to Amendment 

1 . Previous objection to claim 1 has been overcome by amendment. 

2. Amendment of claim 4 concerning the wording has been found supported. 

3. The examiner maintains the previous 10/103 rejections of claims 1-4. 

Claim Rejections - 35 USC § 102/103 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1-4 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Sashida et al. (US 6720374 B2). 

Sashida et al. discloses a biodegradable plasticizer for providing aliphatic 
polyester, in particular, polylactic acid. 

As to claims 1-2, Sashida et al. further discloses aliphatic polyester composition 
comprising an aliphatic polyester, polyglycerol acetic ester and 5-50 parts by weight of a 
compound (claim 12 and 13) having the following structure (claim 12 and 13): 
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wherein one or two of R1-R3 is an acyl group having 8-18 carbon atoms and the rest 
thereof are acetyl groups or hydrogen atoms. One of ordinary skill in the art would 
immediately envisage a species of Ri=H, R2=R3=-(CO)C7Hi 5 , a C8 acyl group, having a 
total carbon number of 16 of all acetyl groups. 

Sashida et al. is silent on the average acylation rate. In view of the substantially 
identical composition, theadduct would possesses the claimed acylation rate properties. 
Since the PTO does not have proper means to conduct experiments, the burden of 
proof is now shifted to applicants to show otherwise. In re Best, 562 F. 2d 1252, 195 
USPQ 430 (CCPA 1977); In re Fitzgerald, 205 USPQ 594 (CCPA 1980). See MPEP § 
2112. In this particular case, it appears there is no difference between the structure in 
the reference and claimed invention, and structure (aforementioned species) discloses 
by Sashida et al. is clearly capable of achieving claimed acylation rate. 

As to claim 3, the reference discloses the plasticizer in claims 1 used for 
polylactic acid (Abstract) 

As to claim 4, the reference discloses the aliphatic polyester composition recited 
in claims 1-2 to be used for making a film, a sheet, a bag by molding (Abstract). 

Response to Arguments 

7. Applicant's arguments have been fully considered but they are not persuasive. 

The applicant has argued (Pg. 3) that Shishida et al. fails to disclose or suggest 
to one skilled in the art the combination of an aliphatic resin and a plasticizer comprising 
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a glycerol fatty acid ester where (1) the acyl group has 2 to 18 carbon atoms, (2) the 
total of carbon atoms of the acyl groups is 10 to 22 and (3) the glycerol fatty acid ester 
has an average acylation rate of 50 to 90%. 

The examiner disagrees. As shown in the above rejections, Sashida et al. 
discloses a species that reads on the claimed structure in claims 1-2, which would 
inherently results in the claimed acylation rate. 

The applicant has argued (Pg. 3-4) that Shishida et al. disclosed a glycerol fatty 
acid ester that would allegedly corresponds to an acylation rate of 96.2%, away from the 
claimed range. 

The examiner disagrees. Firstly, the aforementioned species is used for 
rejection, not the glycerol diacetomonolaurate in the reference and used by the 
applicant to rebut the rejection. Secondly, concerning the hydroxyl number more of 20 
or more that would allegedly result in high acylation rate, the reference merely discloses 
the hydroxyl number to be preferably 20 or less (4: 26). This does not excludes hydroxy 
number to be more than 20 that would result in the claimed acylation rate range, based 
on applicant's rationale. Lastly, the examiner has found no support of obtaining 
acylation rate based on the hydroxy number of the material in the reference and the 
formula in instant specification [0057] for calculation of acylation rate. The examiner 
has found the acylation rate of 96.2% of glycerol diacetomonolaurate cannot be reached 
by using the said formula, which is uncertain about "mol average MW1". Note the 
reference is also silent on the acylation rate, its calculation method, and the 
determination method of hydroxy number. The determination method can be well- 
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recognized method of GC, GPC, and IR, etc., different from the oil method used by the 
applicant. No equivalence of hydroxyl numbers from the reference and the instant 
specification can be found. 

The applicant has argued and provided unexpected result due to the claimed 
acylation rate (Pg.5-6). The argument is not persuasive to overcome 102 rejections. 

Therefore, the examiner maintains the 102/103 rejections of claims 1-4 over 
Sashida et al. (US 6720374 B2). 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SHANE FANG whose telephone number is (571)270- 
7378. The examiner can normally be reached on Mon.-Thurs. 8 a.m. to 6:30 p.m. EST.. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571) 272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Sf 

/Randy Gulakowski/ 

Supervisory Patent Examiner, Art Unit 1796 



